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VOLUME 22 1976-1977 NUMBER 6
THE CORPORATE PATENT — REFORM OR RETROGRESSION?

MAaRY HELEN SEARst
I. INTRODUCTION

HE CURRENT UNITED STATES PATENT STATUTE imposes
upon inventors generally a personal obligation to participate in

the patent acquisition process, whether or not the patent right has
been assigned.!*In practice, conscientious discharge of this obliga-
tion provides insurance that the inventor’s patent application
includes the complete and accurate description of his invention,
which is minimally prerequisite under United States law to the grant
of an exclusive patent privilege.2 Hence, the obligation effectively
guarantees that the public will receive the full value bargained for if
a patent is granted on the application.? Over the past decade,

1 A.B,, Cornell University, 1950; J.D., George Washington University, 1960;
Member, Virginia and District of Columbia Bars.

1. 35 U.S.C. §111 (1970). Section 111 of the current statute, the Patent Act of-
1952 (1952 Act), requires that “[a]pphcatlon for patent shall be made by the inventor,
except as otherwise provided in this title, in writing to the Commissioner” and further
requires that the application as filed must include “an oath by the applicant as
prescribed by section 115 of this title” and “must be signed by the applicant. . . .” Id.
Section 115 of the 1952 Act describes the requisites of the oath, an integral part of the
application, which must indicate, inter alia, that the inventor believes himself to be
the original and first inventor of the subject matter covered. Id. § 115. Section 116
specifies that when two or more persons jointly make an invention, they shall jointly
apply for the patent, each sign the application, and each make the required oath. Id.
§116. Under current practice, the “oath” may be a declaration or affirmation on
penalty of perjury. 37 C.F.R. §1.65 (1977).

The limited exceptions to the foregoing provisions are available where 1) a
joint inventor refuses to sign the application, 35 U.S.C. § 116 (1970); 2) an inventor is
deceased or legally incapacitated, id. §117; or 3) an inventor of an assigned
application cannot be located or refuses to sign the application, id. §118.

2. 35 U.S.C. § 112 (Supp. V 1975). The language of this provision emphasizes the
inventor’s personal responsibility to insure the correctness and completeness of the
application. Thus, § 112 specifically requires a description of the invention and of “the
best mode contemplated by the inventor of carrying out his invention.” Id. (emphasis
added). In the same vein, the second paragraph requires “one or more claims
particularly pointing out . . . the subject matter which the applicant [i.e., the inventor
as required by § 111] regards as his invention.” Id.

Before the 1952 Act, the requirement for signature of the application by the
inventor appeared in the same statutory section as these foregoing requirements. See,
e.g., Act of July 8, 1870, ch. 230, §26, 16 Stat. 198 (1870).

3. It has been settled gince at least as early as Pennock v. Dialogue, 27 U.S. (2
Pet.) 1 (1829), that: |

While one great object [of our patent laws] was, by holding out a reasonable

reward to inventors and giving them an exclusive right to their inventions for a

limited period, to stimulate the efforts of gemud the main object was “to promote

the progress of science and the useful arts” .

Id. at 19, quoting U.S. Consr. art. 1, §8, cl. 8 (empl&asxs added). The primary public
purpose of the patent system has been repeatedly emphasized by the Supreme Court

(1085)
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Congress has entertained various proposals for patent reform
legislation which have included provisions for assignee filing of
patent applications, whereby inventors would be effectively dimin-
ished to virtual figureheads vis-a-vis assigned patent applications
and the resulting patents.* The term “corporate patent” as used in
this article, encompasses the proposed provisions in their various
versions.

The proponents of the “corporate patent” concept have to date
justified these proposals primarily on the ground of convenience to
corporate assignees, and on the popular, but ephemeral and
doubtful, premise that inventorship is a “technicality,” at least in
the context of corporate research and development.’ So far, Congress
and the public have apparently assumed that adoption of some form
of a corporate patent would have little, if any, effect upon the
substantive aspects of patent availability and validity, despite the

in a variety of contexts. See, e.g., Deepsouth Packing Co. v. Laitram Corp., 406 U.S.
518 (1972); Lear, Inc. v. Adkins, 395 U.S. 653 (1969); Mercoid Corp. v. Mid-Continent
Serv. Co., 320 U.S. 661 (1944); Motion Picture Patents Co. v. Universal Film Mfg. Co.,
243 U.S. 502 (1917); Kendall v. Winsor, 62 U.S. (21 How.) 322 (1858); Shaw v. Cooper,
32 U.S. (7 Pet.) 292 (1833).

4. See notes 7-19 and accompanying text infra. These proposed provisions stem
largely from Recommendation V of the Report of the President’s Commission on the
Patent System (Commission Report), issued in 1966. SuBcoMM. ON PATENTS,
TRADEMARKS, AND COPYRIGHTS OF THE SENATE COMM. ON THE JUDICIARY, To
ProMOTE THE PROGRESS OF USEFUL ARTS, REPORT OF THE PRESIDENT’'S COMMISSION
ON THE PATENT SystEM, S. Doc. No. 5, 90th Cong., 1st Sess. (1967) [hereinafter cited
as ComMissioN REPORT]. While the proposed provisions have differed in some
respects, all have provided for the filing of assigned patent applications by assignees
to the exclusion of inventors, and all have dispensed with the requirement of inventor
participation in the actual application for an assigned patent. See notes 13-19 and
accompanying text infra.

5. CommMmissiON REPORT, supra note 4, at 22-23. The Commission itself advances
these premises. See text accompanying notes 20-41 infra. Of the many commentaries
on the Commission Report, only a few have alluded to the “corporate patent”
proposal. For favorable comments on the proposal based on increased convenience to
assignees, see Banner, Observations of a Corporate Patent Attorney on the Report of
the President’s Commission on the Patent System, 36 GEo. WasH. L. REv. 110, 120
(1967); Banner, The Recent Proposal to Change the United States Patent System, 29
OHI10 STATE L.J. 873, 883-84 (1968); Brenner, Testimony in Support of H.R. 5924, 49 J.
Par. Orr. Soc’y 303, 310 (1967); Holst, A Businessman Views the Report of the
President’s Commission, 11 IpEa 37, 41 (1967); McKie, An Analysis of the Proposed
Patent Law Revision Legislation from the Point of View of the Private Practitioner,
51 J. Pat. Orr. Soc'y 757, 760 (1969); Siegel & Schmuckler, Executive Views on
Presidential Commission’s Patent Recommendations: Medium-Sized Companies, 12
IDEA 617, 622-23 (1968);, Watson, The Patent Reform Act of 1967, 49 J. PaT. OFF.
Soc’y 493, 524-25, 529 (1967); Woodward, Changes in the Patent System Recom-
mended by the President’s Commission, 27 FED. B. J. 189, 225-26 (1967); Will New
Patent Laws Help or Mean More Complications, PrRoD. ENG'R, Mar. 27, 1967, at
164-67.

Some groups have shown little enthusiasm for the “corporate patent”
proposal, but even they have failed to appreciate the substantive, including
constitutional, objections to its adoption. See note 22 infra.

https.//digitalcommons.law.villanova.edu/vir/vol22/iss6/1
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clear inconsistency between the proposals and the literal wording of
the patent clause of the United States Constitution.é

This article explores the constitutional implications of legisla-
tive implementation of the corporate patent concept, and examines
the extent to which the various proposals might permit sharp
departures from established patent law precepts.

II. THE CORPORATE PATENT CONCEPT

The corporate patent concept is based upon Recommendation V
of the 1966 Report of the President’s Commission on the Patent
System (Commission Report).” The Commission’s patent reform
proposal was “one interrelated and coherent plan,” composed of
thirty-five specific recommendations to be implemented as a single
legislative package.® Far from manifesting an intention that the
corporate patent concept could or should be implemented separately,
the President’s Commission on the Patent System (Commission)
specifically warned against a piecemeal approach to any of its
recommendations.?

Congress has not heeded this warning. The Commission
Report’s “coherent plan” for patent reform legislation was only
briefly considered and shelved.!® Nevertheless, the specific corporate

6. U.S. Const. art. I, §8, cl. 8. The constitutional patent clause authorizes
Congress “To promote the Progress of Science and useful Arts by securing for limited
Times to . . . Inventors the exclusive Right to their respective . . . Discoveries.” Id. In
Graham v. John Deere Co., 383 U.S. 1 (1966), the Supreme Court held that the
prerogative afforded to Congress by this language is qualified in that only
“discoveries” which “promote progress of science and useful arts” may constitution-
ally be rewarded. Id. at 5-6. By analogy, it is questionable whether Congress may
constitutionally authorize patents that do not have the effect of “securing to . . .
Inventors” as distinguished from others, the exclusive patent right.

7. COMMISSION REPORT, supra note 4, at 22. Recommendation V of the
Commission Report in its entirety states:

1. Either the inventor or assignee may file and sign both the preliminary and

complete applications. Any application filed by the assignee shall include a

declaration of ownership at the time of filing and, prior to publication of the

application, shall include a declaration of originality by the inventor and
evidence of a recorded specific assignment.

2. Every application shall include, at the time of filing, the name of each person

believed to have made an inventive contribution.

3. Omission of an inventor’s name or inclusion of the name of a person not an

inventor, without deceptive intent, shall not affect validity, and can be corrected

at any time.
Id.

8. Id. at 12.

9. Id. The Commission Report cautioned that: “[AJn attempt to solve or reduce a
problem at one point of the system can expose or create a dislocation at another.
Separate and uncoordinated solutions to individual problems would yield a
gerrymandered patent system full of internal contradictions and less efficient than
the one we now have.” Id.

10. See S. 1042, 90th Cong., 1st Sess. (1967). The 90th Congress adjourned without
taking any action on this bill. For a comprehensive description of congressional
efforts toward patent reform legislation since 1952, see Scott & Unkovic, Patent Law
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patent proposal lingers on. Though considerably watered down in
the only patent reform bill passed by either house,!! the proposal will
again be entertained by the 95th Congress in a form similar to that
contemplated by Recommendation V of the Commission Report.!2

The essence of the corporate patent concept was embodied first
in sections 111, 115, 116, and 256 of the initial bills that were based
on the Commission Report and introduced in both houses of
Congress in February, 1967.!3 In sum, these proposed provisions
contemplated three changes in the law, viz., they: 1) permitted an
assignee to file a patent application without either the signature or
oath of the inventor and afforded time up to the publication of the
application to identify each of the inventors and supply an oath of
each; 2) permitted an application naming two or more persons as
joint inventors to include claims to subject matter invented by less
than all of the group; and 3) restricted the patent invalidity
consequence of incorrectly designating inventors to cases in which
the error was made with deceptive intent.!4

With only minor changes,5 at least two of the essential features
of these proposed sections have appeared in almost every patent

Reform: A Legislative Perspective of an Extended Gestation, 16 WM. & MARy L. REv.
937 (1975). As the authors point out, some of the Commission’s recommendations were
opposed by significant segments of the bar and industry as representing unduly
radical alterations of existing law. Id. at 938-40.

11. This bill was passed by the Senate on February 26, 1976. S. 2255, 94th Cong.,
2d Sess., 122 CoNa. REc. 2383 (daily ed. Feb. 26, 1976). This bill’s “corporate patent”
provisions include §§ 111, 115, 116, and 256. Id. §§111, 115, 116, 256, 122 CoNG. REc.
2383 (daily ed. Feb. 26, 1976). This bill has not been acted upon by the House of
Representatives.

12. For example, the American Patent Law Association has already commenced
lobbying for inclusion, in any patent reform legislation actually adopted, provisions
more nearly akin to those contained in §§ 111, 115, and 116 of Senate bill 1042, S. 1042,
90th Cong., 1st Sess. (1967), and House bill 5924, H.R. 5924, 90th Cong., 1st Sess.
(1967). The Patent, Trademark and Copyright section of the American Bar
Association, at its August, 1975 meeting, specifically disapproved Senate bill 2255, S.
2255, 94th Cong., 2d Sess., 122 CoNgG. Rec. 2383 (daily ed. Feb. 26, 1976), and endorsed
Senate bill 214, S. 214, 94th Cong., 1st Sess., 121 CoNG. REC. 659 (1975), the so-called
“Fong” bill which contained “corporate patent” provisions of the same scope as
Senate bill 1042, S. 1042, 90th Cong., 1st Sess. (1967). SECTION OF PATENT,
TRADEMARK AND COPYRIGHT LAaw, A.B.A., SUMMARY OF PROCEEDINGS 67, 76-79,
120-24 (1975) (Annual Meeting at Montreal, Aug. 8-13, 1975).

13. S. 1042, 90th Cong., 1st Sess. (1967); H.R. 5924, 90th Cong., 1st Sess. (1967).
These identical bills were transmitted by President Lyndon B. Johnson to the
Honorable Hubert H. Humphrey, President pro tem of the United States Senate, and
the Honorable John McCormack, Speaker of the House of Representatives, via
identical letters dated February 21, 1967, with the request that they be introduced as
administration-sponsored legislation. See Patent Reform Act of 1967, 47 J. PaT. OFF.
Soc’y 149 (1967) [hereinafter cited as Act of 1967). The bills included as attachments
to the letters explanatory commentary relating each of the proposed sections to the
Commission Report. See id. For the entire, identical text of both bills, the associated
commentary, and the text of the accompanying presidential transmittal letter, see id.

14. See Act of 1967, supra note 13, at 171-75, 201.

15. These changes were in part aimed at permitting piecemeal implementation of
the corporate patent proposal outside of the framework of the Commission’s overall

https.//digitalcommons.law.villanova.edu/vir/vol22/iss6/1
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reform bill that the Senate has since considered.!® In 1976 the Senate
passed a bill that incorporated the first and third of the statutory
changes identified above, but in a modified form, more in keeping
with the intent of present law.!” This bill omitted the second of the
changes identified above.l® The House of Representatives permitted
the bill to expire upon the adjournment of the 94th Congress, without
hearings or further action.!®* Thus the way is clear for the House of
Representatives, which has not yet engaged in deliberations on
patent reform, to plunge into the topic afresh.

reform plan. Id. at 171-75. Some other examples of these minor changes are that:
1) Recommendation VII of the Commission Report contemplated publication of each
patent application within 18 to 24 months of filing. ComMIssiON REPORT, supra note
4, at 24-25. Some versions of the legislation considered by the Senate have excluded
this early publication provision and have tailored the corporate patent proposal to
permit the assignee who files a patent application in its own name to identify the
inventors and supply the oath of each at any time prior to the issuance of the patent,
or within six months of filing, or at some other specific point after filing and prior to
issuance. See note 16 infra.

2) Similarly, Recommendation V included a proposal to limit patent invalidity for
incorrect inventorship to those instances involving a deliberate intent to mislead.
CommMissioON REPORT, supra note 4, at 22. However, this was modified in some
proposed bills to place on the patent applicant who erroneously identified the inventor
the burden of correcting the mistake either before or after issuance, with correction
being permitted freely unless a deliberate intention to mislead appears. See note 16
infra.

16. See S. 2255, 94th Cong., 2d Sess., 122 Conc. REc. 2383 (daily ed. Feb. 26, 1976);
S. 1308, 94th Cong., 1st Sess. (1975); S. 773, 94th Cong., 1st Sess. (1975); S. 23, 94th
Cong., 1st Sess. (1975); S. 2930, 93d Cong., 2d Sess. (1974); S. 2504, 93d Cong., 1st Sess.
(1973); S. 1321, 93d Cong., 1st Sess. (1973); S. 643, 92d Cong., 1st Sess. (1971); S. 2756,
91st Cong., 1st Sess. (1969); S. 3892, 90th Cong., 2d Sess. (1968); S. 2597, 90th Cong.,
1st Sess. (1967); S. 1042, 90th Cong., 1st Sess. (1967). All of these proposed bills
preserved the thrust of the corporate patent concept as set forth in Recommendation V
of the Commission Report. ComMIssioN REPORT, supra note 4, at 22, even though they
do differ from the Commission’s overall plan in several important respects. See note
15 supra. For the text of Recommendation V, see note 7 supra.

17. S. 2255, 94th Cong., 2d Sess., 122 Cong. Rec. 2383 (daily ed. Feb. 26, 1976).
The 1976 Senate-passed bill requires an assignee applicant to identify all inventors at
the time he files the patent application and to obtain their ratification of the
application’s content plus the requisite inventors’ oaths pursuant to § 115 within two
months of the filing date. Id. §§ 111, 115, 122 Cong. REc. 2383 (daily ed. Feb. 26, 1976).
Senate bill 2255 authorizes the correction of erroneous designations of inventors in
applications and patents provided the facts show there was no “willful default or
intent to defraud, mislead or deceive the public on the part of any of the individuals
. . . named as inventors” or their assignees. Id. § 111(g), 122 Cong. REc. 2383 (daily
ed. Feb. 26, 1976).

18. The Ford Administration recognized three undesirable consequences of
adopting the second feature, viz., it would “(1) lower the standard of invention; (2)
confuse the prosecution of the application and litigation of the patent; and (3) create a
bias against individual inventors.” Letter from Walter D. Scott, Ass’t Director for
Economics and Government, Office of Management and Budget, to A. R. Whale,
President, Am. Patent Law Ass’n (Apr. 8, 1975), reprinted in PATENT, TRADEMARK
AND COPYRIGHT J. (BNA), Mar. 4, 1976, at 40 (Special Supp.).

19. The continuing viability of the corporate patent concept, including the feature
which the Senate rejected, is reflected by a September 14, 1976 letter of then Secretary
of Commerce, Elliot W. Richardson, to Peter W. Rodino, Jr., Chairman of the
Committee on the Judiciary of the House of Representatives (Committee). Formal

Published by Villanova University Charles Widger School of Law Digital Repository, 1977



Villanova Law Review, Vol. 22, Iss. 6 [1977], Art. 1

1090 ViLLaNovA LAaw REVIEW  [VoL. 22: p. 1085

III. THE QUESTIONABLE PREMISES FOR THE CORPORATE PATENT

The Commission Report is markedly inadequate in its revelation
of the premises for any of its recommendations, including Recom-
mendation V. While the Commission “held thirteen meetings . . .
lasting from one to four days, for a total of thirty-one days,”? these
meetings were not open to the public. A promised supplement to the
Commission Report, to contain “[blackground material prepared by
the staff and the Commission, reflecting more extensively the
considerations taken into account in the development of these
recommendations,”?! was never supplied. There is, accordingly, no
available basis on which to evaluate the reliability or completeness
of the information that prompted any of the recommendations,
including Recommendation V22

The premises for Recommendation V, as expressed in the
Commission Report, at least partially reveal the limited nature of the

notification was made to the Committee of the Commerce Department’s specific

espousal of this rejected feature:
The complexities of modern science and technology, coupled with the specializa-
tion of today’s engineers and scientists, have resulted in the extensive use of
organized research teams funded by government, industry and the universities.

Cooperative effort of this sort should be encouraged and not penalized by

unnecessary technical requirements with respect to patents for inventions made
jointly by two or more inventors. We urge amendment of section 116 to permit
filing by several inventors where they have jointly contributed to at least one
claim in the application.

Letter from Elliot W. Richardson to Peter W. Rodino, Jr. (Sept. 14, 1976), reprinted in

PATENT, TRADEMARK AND CoOPYRIGHT J. (BNA), Sept. 23, 1976, at A-8 to -9

[hereinafter cited as Richardson letter).

20. Letter from H.H. Ransom and S.H. Rifkind, Comm’n Co-Chairmen to
Presic)ient Johnson (Nov. 17, 1966), reprinted in S. Doc. No. 5, 90th Cong., 1st Sess. 2
(1967).

21. 1d., reprinted in S.Doc. No. 5, 90th Cong., 1st Sess. 2 (1967).

22. Subsequent to the Commission Report, investigators of the Patent, Trade-
mark, and Copyright Research Institute (Institute) found a lack of enthusiasm for the
corporate patent proposal among many interested groups. One investigator noted that

the few firms that have experienced difficulty in locating inventors express
disinterest [in the corporate patent proposal] and a large number of respondents
[to the ongoing investigation] don’t see it as an important problem. A few
inventors were suspicious, feeling it might lead to loss of their inventions.
However, most seemed to accept the idea without much concern.
Green, Early Information on the Institutes Study of the President’s Commission
Report, 11 IDEA 459, 468 (1968). Subsequently, John C. Green and Gideon Schmuckler
remarked that of 33 universities and 11 research foundations surveyed, “only three of
the universities and none of the foundations, admitted to having had any difficulty in
obtaining an inventor’s signature despite the relatively frequent absence of academic
personnel at conferences, on sabbatical leave, et cetera.” Green & Schmuckler, The
Presidential Commission’s Recommendations: Public Interest Agencies’ View, 12
IDEA 764, 773 (1968). Robert B. Bangs, another of the Institute’s investigators, found
that
the opinion of inventors was about equally divided as to whether this
recommendation [Commission Recommendation V] was desirable or not. . . .
The opposition expressed was largely directed to the point that the assignee

https.//digitalcommons.law.villanova.edu/vir/vol22/iss6/1
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study undertaken.?? The subsequent attention of commentators to
the ramifications of the corporate patent has been at least equally
superficial.2¢ The suggestion for assignee filing of patent applica-
tions seems to have been motivated in large part by the Commission
Report’s recommendation that patents be awarded to the “first to
file”25 rather than the “first to invent,” as the present statute
requires.?® A vague impression that inventor filing somehow
promotes delay also appears to have been formed. Thus, the
Commission explained:

Occasionally, inventors are unavailable or unwilling to sign an
application immediately after it is prepared. Moreover, it is
sometimes difficult to determine the identity of an inventor at
the time the application is prepared. Delay in complying with
the requirements has resulted in loss of rights to the application

might file without the inventor. . . . [Tlhere was a strong feeling that inventors

might lose some status, or claim to special treatment, if this route were followed.
Bangs, Competent Inventors and the President’s Commission, 12 IDEA 999, 1008-09
(1969). This author further commented that some inventors

thought the proposal would be helpful primarily to the Patent Bar rather than to

them. Others thought it was primarily the large corporations rather than the

inventors who would benefit.

Running through the responses was a feeling of uncertainty as to how the
simplification was to be achieved; also evident was a residual suspicion that any
simplification might be, at least in part, at the inventor’s expense.

Id. at 1009.

Another investigator reported at a June 20, 1968 conference that among the
company executives which he canvassed, it was agreed that “most of the companies
have had no difficulty in persuading inventors to sign patent applications, and a
similar high proportion had experienced no difficulty in locating inventors.
Furthermore, few-(17 out of 50) reported difficulty in determining the actual inventor.”
Siegel, Toward the Modernization of Industrial Property in the United States, Part I
— Patent Outlook, 12 IDEA 20, 22-23 (1968).

In sum, one may reasonably infer from these reports that the Commission
formulated its Conclusion V without adequate evidence.

23. For the reasons cited by the Commission, see CoMMISSION REPORT, supra note
4, at 22-23.

24, See, e.g., note 5 and accompanying text supra. Despite the less than
wholehearted enthusiasm for the corporate patent shown by the users of the patent
system, including inventors, many corporate executives, universities, and research
foundations, there has been virtually no in-depth consideration of its impact upon
substantive patent law. See note 22 supra.

25. ComMmissioN REPORT, supra note 4, at 13. Under Recommendation I of the
Commission Report “the patent would issue to the one who is FIRST TO FILE his
application . . . .” Id. (capitalization in original).

26. 35 U.S.C. §102 (1970 & Supp. V 1975). Section 102 provides in pertinent part:

A person shall be entitled to a patent unless — (g) before the applicant’s
invention thereof the invention was made in this country by another who had
not abandoned, suppressed or concealed it. In determining priority of invention
there shall be considered not only the respective dates of conception and
reduction to practice of the invention, but also the reasonable diligence of one
who was first to conceive and last to reduce to practice, from a time prior to
conception by the other.

Id. §102(g). See also id. §135.
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Over and above the probability that the corporate patent concept
would violate the patent clause, there has been little appreciation of
the potential fifth amendment clash. Legislation implementing the
corporate patent concept might well be deemed arbitrarily discrimi-
natory class legislation in violation of the fifth amendment.
Pointedly, the proposal envisioned by the Commission Report would
permit the inclusion in any patent having a plurality of inventors,
whether or not an assignee—filed patent, of claims directed to subject
matter invented by any number less than all of the full complement
of persons named as inventors.!*t Manifestly, a single patent
application, covering the distinct inventive contributions of a
plurality of inventor entities from among a large group of “joint”
inventors named on the application, could easily carve out a broader
scope of exclusivity for its assignee or joint owners than could
ordinarily be obtained from separate applications each presenting a
separate invention of each of the individual inventor entities
involved. The result would be rank discrimination against sole
inventors who could never obtain patents on more than they
invented or “pool” inventions to obtain broader coverage.l4> To

2d Sess., 122 CoNG. Rec. 2383 (daily ed. Feb. 26, 1976), might be constitutional is a
closer question, but this seems doubtful in view of the bill’s contemplation that the
inventor need not read or know the content of the application prior to filing. Id. §111,
122 ConG. REc. 2383 (daily ed. Feb. 26, 1976). See note 17 supra. It could be argued
that the bill’s requirement of ratification and inventor’s oath within two months of
filing would greatly reduce the incidence of problems resulting from the inventor’s
failure to concur in the correctness or completeness of the application prepared at the
behest of his assignee.

It should be noted in this regard, however, that one group particularly
interested in obtaining permission for assignee filing — aliens desirous of applying
for patents pursuant to § 119 of the 1952 Act, 35 U.S.C. § 119 (1970 & Supp. V 1975), or
the parallel section of Senate Bill 2255, S. 2255, § 119, 94th Cong., 2d Sess. (1976) —
normally files applications, very close to the expiration of the one year grace period
for claiming the priority of a first-filed foreign application.

In consequence, the likelihood is great that many of them might lose any hope
of obtaining a United States patent if the original date, and the foreign priority dates,
were lost because the application was not ratified and accordingly became a nullity.
Foreign assignees, who are largely ignorant of, or disinterested in, American
constitutional law and the inventor’s importance thereunder, could accordingly be
expected to employ coercive tactics quite unscrupulously to insure ratification and
preservation of the earliest possible filing date. Predictably, patents issued to these
entities would exhibit increased incidence of failure 1) to disclose the best mode known
to the inventor for carrying out his invention and 2) to particularly point out and
distinctly claim what the inventor regards as his invention, as required by § 112 of the
1952 Act, 35 U.S.C. § 112 (Supp. V 1975), and the parallel provision of Senate Bill 2255.
S. 2255, § 112, 94th Cong., 2d Sess. (1976).

144. CommissiON REPORT, supra note 4, at 11.

145. No possible difference between sole inventors and either joint inventors or
assignees could justify affording the latter two groups an opportunity for much
broader patent protection. For representative cases as to what constitutes discrimina-
tory class legislation, violative of the fifth amendment, see, e.g., Johnson v. Robinson,
415 U.S. 361 (1974); Handy v. Delaware Trust Co., 285 U.S. 352 (1932); Heiner v.
Donnan, 285 U.S. 312 (1932).
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illustrate briefly the type of discrimination that would inevitably
occur from such legislation: Suppose that Inventor A, a corporate
employee member of a research “team,” discovers a specific chemical
compound “X” which he identifies and determines to be useful, and
then turns over to Inventor B, a coworker, the task of ascertaining
whether a structurally closely related, but different, family of
compounds can also be made and used for similar purposes. Under
present law,146 the prior invention of A is available prior art against
any later invention of B. Accordingly, A’s work may prevent B from
receiving a patent, thus forcing B’s purported invention into the
public domain at a very early date. Under the corporate patent
concept, however, A and B as coworkers employed by the same
assignee could file a joint application or be named as coinventors on
such an application filed by their assignee. This application would
be required, under the corporate patent concept, to present only one
‘“Joint” claim to a “family” of compounds embracing both “X” and
B’s group of related but different compounds. Its other claims could
separately cover A’s invention and B’s alleged invention. The Patent
Office would be effectively forestalled from rejecting the later B work
as unpatentable over the earlier A work because it would have no
practical way of discerning which came first, or of separating the
original A invention from the B invention. The resultant issuance of
a broad patent embracing the contributions of both A and B would
derogate the rights of the public. Since an independent inventor in
the same posture as A with respect to compound “X” could never
receive the same scope of patent grant as the corporate patent would
afford either to A and B jointly, or to their assignee, the
discriminatory effect is obvious.4” Many other similar examples

146. 35 U.S.C. §§102, 103 (1970). Section 103 prohibits the granting of a patent
though the invention is not identically disclosed or described ... if the
differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said
subject matter pertains.

Id.

147. For cases which hold that each of the inventors named on a patent must have
participated in the invention defined by the subject matter of each of its claims, see In
re Hamilton, 38 F.2d 889 (C.C.P.A. 1930); DeLaval Separator Co. v. Vermont Farm
Mach. Co., 135 F. 772 (2d Cir. 1904); Standard Computing Scale Co. v. Computing
Scale Co., 126 F. 639 (6th Cir. 1903); Rival Mfg. Co. v. Dazey Prods. Co., 358 F. Supp.
91 (W.D. Mo. 1973); Larsen Prods. Corp. v. Perfect Paint Prods. Inc., 191 F. Supp. 303
(D. Md. 1961); R. K. LeBlond Mach. Tool Co. v. Wickes Bros., 23 F. Supp. 371, 376 (E.D.
Mich. 1937). The case law is consistent with the Patent Office rule existing from 1869
to 1949 which precluded “independent inventors of separate . . . improvements in the
same machine” from obtaining a joint patent on their separate inventions. Rules of
Practice in Patent Cases, Rule 3 (1869). See note 110 supra.

In In re Sarett, 327 F.2d 1005 (C.C.P.A. 1964), it was noted, albeit ruefully,
that “the patent could not legally contain a claim to Sarett’s sole invention under
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could be envisioned. The abuses become more aggravated as
“inventor” groups are enlarged, increasing the possible permuta-
tions of inventor subgroups and the number of inventions to be
joined in a single application. .

It can be argued that the statutory permission to so amalgamate
the work of different entities would not change the substantive law
defining patentable subject matter as now set forth in sections 101,
102, and 103 of the 1952 Act,148 absent a clear statement of statutory
intent to do so. Pursuing that argument, the above postulated joint
patent of A and B would be granted by the Patent Office at the
assignee’s peril. The argument is defective because it assumes
litigation to be inevitable and further assumes that the true facts
would then necessarily be exposed. In actual practice, however,
litigation might never ensue. And if it did, disentanglement of
complex facts relating to individual inventorship years after the
event, when memories have faded, research team members have
dispersed or died, and written records may be less than satisfactory
to show anything beyond the specifics of experimental work
performed, is no simple matter.

Notably, the proposal for amalgamation of many corporate
employees’ inventions in one composite patent application origi-
nated prior to the appointment of the President’s Commission, in
suggestions of practicing corporate employee patent lawyers.!4® One
of these individuals has recently acknowledged the intention of these
suggestions — to permit corporations to avoid rejection of a patent
application filed by one corporate inventor entity on grounds of
unpatentability over an earlier application describing an earlier
invention of a different inventor entity within the same labora-
tory.1%0

existing law because it would not have been the invention of the joint patentees.” Id.
at 1010 n.7 (emphasis in original).

One article has incorrectly asserted that Senate Bill 2255 would change
current law because ‘[ilt would require each of the joint inventors to have made an
inventive contribution to the subject matter of each claim of the application.” Whale,
Patent Law Revision — A Dark Look at S. 2255, 59 J. PAT. OFF. Soc’y 153, 157 (1977).
This statement is not only incorrect but may reveal more than the author intended
about the real impetus behind the corporate patent — the legitimization of a
practice already being illicitly used by some corporate employee patent practitioners
to the detriment of the public.

148. See 35 U.S.C. §§ 101, 102, 103 (1970 & Supp. V 1975).

149. See Commentaria, 46 J. PAT. OFF. Soc’y 301 (1964) (letter from Louis Altman
to editors, suggesting changes in patent law to permit joint applications for
contributors to an invention); Commentaria, 45 J. PAT. OFF. Soc’y 655 (1963) (letter
from Bernard Franz to editors, suggesting § 116 be modified to permit inclusion as
joint applicants those making some inventive contribution to claims of the applica-
tion).

150. Franz, Prosecution Problems With A Plurality Of Inventions From A Single
Project, 51 J. PAT. OFF. Soc’y 559 (1969). The introductory portion of this article
states:
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An even more recent proposal by a member of the Board of
Patent Appeals of the Patent and Trademark Office!5! would
approach the corporate patent less directly by amending sections
102(e) and (g) of the 1952 Act — and presumably, by implication, at
least sections 102(a) and 103 also — to prohibit the citation as prior
art of the work of one research team member against an application
filed by a coworker.152 Reference to the example above demonstrates
that this proposal would discriminate against both the sole
independent inventor and the public. Pointedly, the sole inventor
would be disadvantaged in relation to corporate team inventors,
because all prior art would continue to apply against his patent
applications.!33 And the public would more often be defrauded of the
unfettered right to use imitative technology failing to meet the
constitutional criterion that patented subject matter must “promote
the Progress of Science and the useful Arts.”15¢ The Supreme Court
predictably would not ultimately tolerate a legislative relaxation in
the constitutional patentability standard, particularly one that
would enlarge the ambit of patent protection available to special
interests in the corporate field.155

With the increasing complexity of modern research and development, it
frequently happens that a single project spawns several inventions. Such
projects usually require a group effort, and the resulting inventions are not all
contributed by the same “inventive entity.” However, it may be difficult or
impossible to select an invention for filing, and write an application disclosing
only matter contributed by a single “inventive entity.” It is also usually
impractical to file applications on all of the inventions on the same day. If the
attorney proceeds in what would seem to be a normal manner, and files several
applications over a period of time, then the provision of 35 U.S.C. 102(e) is likely
to be used to reject the later filed applications on the disclosure of a patent issued
on one or more of the earlier filed applications.

Id. at 559 (footnote omitted). This author has failed to consider the constitutional
implications of his suggestion, and appears blind to the bias against sole inventors
that is necessarily implicit in the scheme..

For additional treatments of the use under present law of earlier filed
applications of corporate employees as prior art against subsequently filed applica-
tions of their research team coworkers, see Lorenzo, The Inventive Entity and the
Law of Double Patenting, 50 J. Pat. OFr. Soc’y 519 (1968); Meyer, Obuvious
Differences — What Should the Points of Reference Be?, 55 J. Pat. OFF. SoC’y 516
(1973); Pitlick, A Proposed Compromise to the “Prior Act” Controversy Surrounding
In re Hellsund and In re Bass, 56 J. Pat. OFF. Soc’y 699 (1974); Rosenstock, Prior Art
Under 35 U.S.C., Section 103 Includes Prior Invention, 56 J. PaT. OFF. Soc’y 263
(1974).

151. Witherspoon, So~Called Common Assignee Double Patenting — An Issue In
Search For A Home, 4 APLA Q.J. 329 (1976).

152. Id. at 348-49.

153. See notes 144-145 and accompanying text supra.

154. See notes 89-90 and accompanying text supra.

155. See Sears, Tinkering With the Invention Standard: No Solution to Problems of
Patent Quality, 59 MINN. L. REv. 965 (1975). See also Sears, Combination Patents and
35 U.S.C. § 103, 1977 DEr. L. REv. 83.
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V. CONCLUSION

Summing up, it seems clear that statutory deemphasization of
the inventor’s role in the United States patent system is not only
unconstitutional per se, but would tend to deemphasize the
inventor’s product — the invention itself — and attenuate the high
standard it must attain to merit a valid patent under present law.156

In this day of persistent lip service to the “lone,” independent
inventor, whose financial plight is repeatedly urged as the justifica-
tion for makeshift patching together of our antiquated patent
granting procedure in lieu of adopting a truly modernized inter
partes procedure, it is indeed ironic that his loudest self-styled
sympathizers and admirers are also most persistent in seeking and
supporting the corporate patent proposal.l5” Certainly it is hard to
envision provisions more discriminatorily destructive of the relative
value of a “lone” inventor’s patent rights than those embodied in
this clearly unconstitutional and well-nigh medievally regressive
proposal.

Quite apart from constitutional considerations, moreover, if the
lone inventor and the sole employed inventor continue to be
important in the generation of fresh new technical ideas, infused
with outstanding originality and creativity, and of a character
crucial to real advancement of the arts and sciences — and many
knowledgeable people assert that they arel’® — it is particularly

156. This conclusion follows from the fact that joint inventors, by pooling many
distinct but related inventions in one case, could easily avoid citing pertinent prior art
which originated in their own laboratories, in derogation of the invention standard
consistently recognized and demanded by the Supreme Court. See Irons & Sears,
supra note 71; Sears, Tinkering With The Invention Standard: No Solution to
Problems of Patent Quality, 59 MINN. L. REv. 965 (1975).

157. For example, one writer has suggested that a modernized patent reform bill
designed to improve patent quality, inter alia, by permitting public participation in
the patent granting process, in contrast to the present outmoded practice of secret, ex
parte dealings between the Patent Office and the patent application owner, would
result in ‘“fewer applications filed, particularly by private inventors and small
companies.” Whale, supra note 147, at 162,

Mr. Whale, a former American Patent Law Association president, thus joins
the Association’s official position that a modernized patent granting procedure is
undesirable because it is too costly for most “lone” inventors. Id. See, e.g., Letter from
Edward F. McKie, then President of American Patent Law Association, to The
Honorable James O. Eastland, Chairman of the Senate Committee on the Judiciary
(Feb. 3, 1976). This letter criticized Senate Bill 2255 because “individuals and small
companies are more in need of the patent incentive than larger companies, yet are less
able to afford added expense.” Id., reprinted in 1976 BuLL. AM. PAT. L.A. 7, 78.

158. For a sampling of articles suggesting that “team” work not only fails to
substitute for individual originality, but may even have a depressive effect on
creativity, see Blizard, The Future of Discovery and Invention, 56 TEcH. REV. 395
(1954); Chandler, Duplicate Inventions?, 62 AM. ANTHROPOLOGIST 495 (1960); da
Silva, Invention as Creative Art, 5 CHEMTECH 520 (1975); Hayes, The Independent
Inventor’s Interest, 47 J. PAT. OFF. Soc’y 298 (1965); Land, Thinking Ahead, 37 HARV.
Bus. REv. 7 (1959); Ooms, Patents, Small Business, and the Age of Research, 40 J.
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important that patent legislation should not demean their individual
dignity or erode their morale.i*® The corporate patent proposal, by
depersonalizing and deemphasizing their role in the patent system,
would necessarily have such an effect.

Pat. OFF. Soc’y 5 (1958); Reynolds, Problem Solving and the Creative Process, 15
M.S.U. Bus. Toprics 7 (No. 4, 1967); Stedman, The Employed Inventor, The Public
Interest, and Horse and Buggy Law in the Space Age, 45 N.Y.U.L. Rev. 1 (1970); Note,
The Inventor, Vanishing American, FORBES MAGAZINE, Dec. 15, 1951, at 12.

159. One author suggested that even corporate employee research ‘‘team”
inventors would feel a decline in their morale. Bangs, supra note 22, at 1007.
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